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to applicant will include a rejection 
under the appropriate provisions of 35 
U.S.C. 112. The periods for reply estab-
lished pursuant to this section are sub-
ject to the extension of time provisions 
of § 1.136. After reply by the applicant, 
the application will again be consid-
ered for publication of a statutory in-
vention registration. If the require-
ments of § 1.293 and this section are not 
timely met, the refusal to publish will 
be made final. If the requirements of 35 
U.S.C. 112 are not met, the rejection 
pursuant to 35 U.S.C. 112 will be made 
final. 

(c) If the examination pursuant to 
this section results in approval of the 
request for a statutory invention reg-
istration the applicant will be notified 
of the intent to publish a statutory in-
vention registration. 

[50 FR 9382, Mar. 7, 1985, as amended at 62 FR 
53198, Oct. 10, 1997] 

§ 1.295 Review of decision finally re-
fusing to publish a statutory inven-
tion registration. 

(a) Any requester who is dissatisfied 
with the final refusal to publish a stat-
utory invention registration for rea-
sons other than compliance with 35 
U.S.C. 112 may obtain review of the re-
fusal to publish the statutory inven-
tion registration by filing a petition to 
the Director accompanied by the fee 
set forth in § 1.17(g) within one month 
or such other time as is set in the deci-
sion refusing publication. Any such pe-
tition should comply with the require-
ments of § 1.181(b). The petition may in-
clude a request that the petition fee be 
refunded if the final refusal to publish 
a statutory invention registration for 
reasons other than compliance with 35 
U.S.C. 112 is determined to result from 
an error by the Patent and Trademark 
Office. 

(b) Any requester who is dissatisfied 
with a decision finally rejecting claims 
pursuant to 35 U.S.C. 112 may obtain 
review of the decision by filing an ap-
peal to the Board of Patent Appeals 
and Interferences pursuant to § 41.31 of 
this title. If the decision rejecting 
claims pursuant to 35 U.S.C. 112 is re-
versed, the request for a statutory in-
vention registration will be approved 
and the registration published if all of 

the other provisions of § 1.293 and this 
section are met. 

(Approved by the Office of Management and 
Budget under control number 0651–0018) 

[50 FR 9382, Mar. 7, 1985, as amended at 69 FR 
50001, Aug. 12, 2004; 69 FR 56545, Sept. 21, 2004] 

§ 1.296 Withdrawal of request for pub-
lication of statutory invention reg-
istration. 

A request for a statutory invention 
registration, which has been filed, may 
be withdrawn prior to the date on 
which the notice of the intent to pub-
lish a statutory invention registration 
issued pursuant to § 1.294(c) by filing a 
request to withdraw the request for 
publication of a statutory invention 
registration. The request to withdraw 
may also include a request for a refund 
of any amount paid in excess of the ap-
plication filing fee and a handling fee 
of $130.00 which will be retained. Any 
request to withdraw the request for 
publication of a statutory invention 
registration filed on or after the date 
on which the notice of intent to pub-
lish issued pursuant to § 1.294(c) must 
be in the form of a petition accom-
panied by the fee set forth in § 1.17(g). 

[69 FR 56545, Sept. 21, 2004] 

§ 1.297 Publication of statutory inven-
tion registration. 

(a) If the request for a statutory in-
vention registration is approved the 
statutory invention registration will 
be published. The statutory invention 
registration will be mailed to the re-
quester at the correspondence address 
as provided for in § 1.33(a). A notice of 
the publication of each statutory in-
vention registration will be published 
in the Official Gazette. 

(b) Each statutory invention reg-
istration published will include a state-
ment relating to the attributes of a 
statutory invention registration. The 
statement will read as follows: 

A statutory invention registration is not a 
patent. It has the defensive attributes of a 
patent but does not have the enforceable at-
tributes of a patent. No article or advertise-
ment or the like may use the term patent, or 
any term suggestive of a patent, when refer-
ring to a statutory invention registration. 
For more specific information on the rights 
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